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The MAILING DATE of this communication appears on th cov r sh t with th correspond nc addr ss - 
Period for Reply 

a shortened statutory period for reply is. set to expire 3 month(s) from 
The mailing date of This gommunication. 

- Extensions of time may be available under the provisions of 37 CFR 1,1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONtHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)1^' Responsive to communication(s) filed on 13 December 2002 . 
2a)IZ] this action is FINAL. 2b)|^ This action is nori-final. 

3) [I] Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance With the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
bispbsitioh of Claims 

4) |3 dlainils) 1-29 is/are pending in the application. 

4a) Of the above claim(s) 1^15,28 and 29 is/are withdrawn from consideration. 

5) 13 Claim(s) . is/are allowed. 

6) 1^ Claim(s) IMZ is/are irejected. 

7) D Claim(s) / . J s/afe obiected to. 

8) D Claihi(s) . are subiect to restriction and/or election requirement. 
Application Papers 

9) S The specification is objected to by the Examiner. 

10)1^ The drawing(s) filed on 27 July 2001 is/are: aO accepted or b)M objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
11 )□ The proposed drawing correction filed on is: a)^ approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required iri reply to this Office action. 

12) D The oath of declaration is objected to by the Examiner. 
Priority under 35 U.S;C; §§ 119 and 120 

13) 0 AcKnowjedgmeht is rinade of a claini for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)II|AII b)n Some *c)n None of: ^ ^" ^ - ■ 

1 .□ Certified copies of the pnority documents have been received. 

2. n . Certified copies of the priority documents have been received in Application No. . . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PtO-413) Paper No(s). . 



2) CH Notice of Drafts person's Patent Drawing Review (PTO-948) 5) O Notice of informal Patent Application (PTO-1 52) 

3) S Infornriation Disclosure Statement(s) (PTO-1 449) Paper No(s) 2 . 6) CI Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 
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DETAILED ACTION 
Election/Restrictions 

1. Applicant' s eleGtidri of Claims 16-27 in Paper No. 4 is acknowledged. Because applicant 
did liot distinctly and specifically point out the supposed errors in the restriction requirement, the 
election has been treated as an election without traverse (MPEP § 8 1 8.03(a)). 

2. Claimis 1-15 and 28-29 are withdrawn -from further consideration pursuant to 37 CFR 
1'; 1 42(b) as being drawn to a nonelected invention, there being no allowable generic of - linking 
claim. Election was made without 

Drawings 

y. The dfawiftg is objected to because there is only a single drawing and it is labeled as 
"FIG 1". When theire is only a single drawing in an application to illustrate the claimed . 
invention, it itiust not be nunibered and the abbreviation "FIG." must nbt appear (MiPEP 608.02). 
A proposed drawing correction or corrected drawings are required in reply to the Office action to 
avoid abandonment of the application. The objection to the drawings will not be held in 
abeyaiice. Please note that the specification should also be amended accordingly to reflect any 
changes to the drawing. 
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Specification 

4. The specification is objected to as failing to provide proper antecedent basis for the 
clairned subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: The range limitations of Claim 21 are not described in the specification. 

Claim Objections 

5. Claims 26-27 are objected to because of the following informalities: Claims 26-27 are 
dependerit upon Claim 1 , which has been withdrawn frorn consideration. Appropriate correction 
is required. 

Claim Rejections - 35 use § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in* such full, clear, concise, and exact tenns as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of cartyihg out his invention. 

7. Claims 16^22 afe rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for the surface hardening layer" being an organo-silane material, does not 
reiasonably provide eriablernent for any material The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly Connected, to piractice the 
inveritioh cornmensuriate: iiti scope with these claims. The specification only describes the 
invention using an organo-silane material as the surface hardening layer and does not provide 
any guidance how to determine or find any other material which would provide the desired 
surface hardening layer. It would require one skilled in the art undue experimentation to find 



# 
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such material to provide the claimed surface hardening layer. Therefore, it is the examiner's 
position that Clainis 16-22 are broader than the enabling disclosure. 

8. Claims 16-19 aiid 22-25 are rejected uiider 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the hydrophobic coating being a perfluoroaUcylsilane, 
does not reasonably provide enablement for an hydrophobic coating material. The specification 
does not enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to practice the invention commensurate in scope with these claims. The specification 
only describes the invention using a per flvioroalkylsilane as the hydrophobic coating inaterial and 
does not provide any guidance how to deitermine of find any othef material which \v6uld provide 
the desired hydrophobic coating layer. It would require one skilled in the art undue 

expef irtientation to find siich material to provide the claimed hydrophobic coating layer. 
Therefore, it is the examiner's position that Claims 16-19 and 22-25 are broader than the 
enabling disclosure. 

9. The following is a quotation of the second paragraph of 35 U.S. C. in 

The specification shall cdhclude with one or more claims particularly pointing out arid distinctly claiihing the 
subject matter which the applicant regards as his invention. 

10. Claims 26-27 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which apphcant regards as 
the invention. 

Claims 26-27 are dependent upon Claim 1 . However, Claims 26-27 are method claims, 
while Claim 1 is an article claim. Therefore, it is not clear as to what the "method of Claim 1" is 
in Claims 26-27, as Claim 1 has no method steps. 
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Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may riot be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
mariner in which the invention was rnade. 

12. Claims 16-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Okaue et al. 
in \^iew of Murase et al. 

Okaue et al. teaches foirning a multilayer coating over an optical resin substrate by 
forrhing a inultiple inorganic layers of sequential, alternating layers of silica, zirconia and silica, 
zirconia, and silica by vacuum deposition techniques, ahd then vacuum depositing a hydrophobic 
layer material, such as a perfluoroalkylsilarie material (Col. 1, lines 12-23; Col. 2, lines 1-6; Col. 
5, lines 45-47; Col. 13, lines 26-55; Example 1; Col. 19, lines 53-59). While Okaue et al. does 
riot specifically teach that the coatings are transparent. Okaue et al. does teach that these - 
coatings are used for such purposes as ophthalriiic lenses, which would indicate that the coatings 
afe transparent. Okaue et al. does not teach that the hydrophobic coating material and inorganic 
layers have substantially eqixal thermal coefficients of expansion. However, since Okaue et al. 
teaches the claimed layer rhaterials, it would have been expected they would have the claimed 
properties, including thermal coefficients of expansion. 

Okaue et al. does not teach the addition of the claimed surface hardening layer over the 
substrate prior to applying the inorganic layers. Murase et al. teaches forming an inorganic oxide 
layer (silica; zirconia) over a transparent optical resin substrate by vacuum deposition by 
applying a primer material, such as an organo-silane (triethoxymethylsilane), on the substrate, in 
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order to improve adhesion of the oxide layer on the substrate (Col 4, Hnes 14-27^ Col. 11, lines 
44-61; Cdl. 12, lines 42-47; Col 14, line 43-Col 15, line 1 1). Murase teaches that the primer 
layer can be applied at a thickness within the claimed thickness (Col 14, lines 6-14). It would 
have bieeh obvious to one skilled in the art to apply the primer layer of Murase et al to the resin 
substrate of Okaue et al, prior to vacuum depositing the silica and zirconia layers, in Okaue et 
al, with the expectation of improving the adhesion of the oxide layers to the resin substrate, as is 
taught by the similar pfdcess of Murase et al 

Okaue et al teaches applying alternating layers of silica, zirconia and silica, zirconia, and 
silica, as indicated above: The second layer of zirconia and silica, in Okaue et al, does not 
specifically teach separate layers of zirconia and silica. However, the application of two the 
materials sequentially (zirconia and then silica), instead of zirconia and silica together, in the' 
second layer, would have been an obvious modification to Okaue 6t al, as such a modificatic3n 
would have been expected to be substantially equivalent in terms of function and result. Such a 
ntodification is considered within the skill of the art (Ex parte Rubin 128 USPQ 159). 

Okaue et al does not teach the claimed thicknesses of the silica, zirconia, aiid 
perfluoroalkylsilane layers. However, one of ordinary skill in the art would have recognized that 
the thicknesses of thie layers would have an effect on the optical and hydrdphobic properties of 
the product, as too thin of layers wduld not provide the desired properties and too thick of layers 
would not be as useful as optical lenses, due to size constraints. It is considered within the skill 
of the art to determine a:n optimal or workable range of a result effect variable, through routine 
experimentation {In re Boesch 205 USPQ 215). Therefore, it would have been obvious to one 
skilled in the art to deterrnine a workable or useable layer thicknesses in Okaue et al, through 
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routine expefirhiehtation. It is the examiner's position that the claimed thicknesses would have 
been obvious to one skillfed in the art, through such routine experimentation. 

Conclusion 

13. the prior ait made of record and not relied upon is considered pe 

disclosure. Solbefg et al. teaches applying transparent alternating layers of silica and zirconia 

ovef a-glass substrate. 

14.. Any inquiry concerning this cormiunication or earlier corhmunicatiofis from the 
examiner should be directed to Michael Barf whose telephone niimber is 703^305-7919. The 
examihef can normally be reached on Monday-Thursday 6:00 am-4:30 pm. 

If attenipts to reach the exaniiher by telephone are unsuccessful, the examiner's ; 
supervisor, Shrive iBeck can be reached on 703-308-2333. The fax phone niimbers for the 
organisation where this appihcatiori of pfoceeditig is assigned are 703-872-93 10 or 703-305-5408 
for regular comriiunicatioris and 703-872-93 1 1 for After Final communications. 

Any inquiry of a general nature or f elating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308^066 1 . 
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January 22, 2003 



